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A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

Claims 1 1 and 27-31 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 20 and 15-19, respectively of prior U.S. Patent No. 
6,742,661. This is a double patenting rejection. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
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F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1-14 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-14 of U.S. Patent No. 6,742,661. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the instant claims are generic variations of the claims of '661 , 
substantially only differing in omitting recitation of the microfluidic circuit having at least 
one port hole in communication with at least one well of the well plate. Otherwise the 
instant claims differ only in the arrangement of such limitations in different sequences of 
dependent claims pertaining to structure of an H-filter, microfluidic channels being in 
parallel, and one well having a bottom higher than another well. 
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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1, 11-17, 22-26 and 32-38 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Pfost et al patent 6,485,690. Pfost et al disclose a well plate having an 
array of wells and microfluidic channel structures and networks connecting the wells 
(column 2, lines 35-64 and column 6, lines 1-46). The following are also disclosed: for 
claims 11,15 and 38, structure containing a plurality of laminated or stacked well plates 
having wells in different layers (column 6, lines 22-25), hence above or below each 
other, for claims 12 and 16, arrays of the cited number of wells in well-plate formats 
(column 8, lines 59-65 and column 9, lines 5-30), for claims 13, 14 and 17 and also 32- 
38, microfluidic structures connecting numerous numbers of wells in parallel (figures 
24a - 24c and corresponding column 12, line 37-column 13, line 64 and also see 
column 10, lines 40-47 and column 11, line 65-column 12, line 3), for claims 22, 
microfluidic cards or protective housings/coverings for groups of wells on a well plate 
(column 16, lines 18-51) , for claim 23 hinge or similar connecting mechanisms (column 
14, lines 17-23) , for claim 24, pressure-application mechanisms (column 15, lines 30- 
31) , for claim 25. diaphragm-type membrane applicators (column 14, line 21), for claim 
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26, pressure application finger-like structures (column 14, lines 14-16 "barbed tab 
members) , for claims 33-35 the microfluidic channels optionally lying atop each other or 
being linear or curved (column 15, lines 19-21, column 18, lines 13-19), for claims 36-38 
combining of fluid samples and combining of fluids, generally (column 13, lines 14-16 
and other text). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 2-10,18 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pfost et al patent 6,485,690 in view of Yager et al patent 5,932,100. 

These claims differ from Pfost et al in requiring at least one microfluidic structure 
in the form of an H-filter. However, Pfost et al teach structures communicating the wells 
and other reservoirs in adjacent plates, and operable to react or separate interacting 
fluids within or between the plates (column 9, lines 40-48 and column 10, line 37- 
column 1 1 , line 55). Yager et al '100 teach microfabricated H-filter structure (column 3, 
lines 33-50, column 5, lines 28-48 and column 8, lines 6-31) configured to communicate 
with upstream or downstream microstructures for analysis or sample obtaining (column 
3, lines 1 8-31 , see "integration") It would have been obvious to one of ordinary skill in 
the art to have included one or a plurality of the H-Filters of the Yager et al '1 00 
structure in the arrangement of Pfost et al, in order to allow differential and/or laminar 
flow contact of fluid extraction streams with samples to be analyzed and to process 
picolter to nanoliter size of sample arrays of samples utilizing low power consumption. 

For claims 3-9 and 20, Yager et al'100 teaches at least two or possibly a larger 
plurality of both inlets and outlets, for claim 10, the inlets and outlets may be connected 
to diverse reservoirs or wells (column 10, lines 39-43). Plural inlets and outlets are also 
discussed in Pfost at column 12, lines 26-37 and column 7, lines 14-30, etc.) 
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Claims 19 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pfost et al patent 6,485,690 in view of one of Yager et al patent 5,716,852 or 
Dubrow et al patent 5,976,336. 

These claims differ from Pfost et al in requiring at least one microfluidic structure 
in the form of a T-sensor. However, Pfost et al teach structures communicating the 
wells and other reservoirs in adjacent plates, and operable to react or separate 
interacting fluids within or between the plates. Yager et al '852 (column 5, lines 14-38) 
and Dubrow (column 3, lines 13-34) each teach microfabricated T-Sensor structures 
configured to communicate with upstream or downstream microstructures for analysis 
or sample obtaining. It would have been obvious to one of ordinary skill in the art to 
have included one or a plurality of the H-Filters of the Yager et al '100 structure in the 
arrangement of Pfost et al, in order to allow laminar flow contact of fluid extraction 
streams with samples to be analyzed, and to facilitate analysis system designs 
incorporating lower material and/or space requirements. . 
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Any inquiry concerning this communication or earlier communications from 



the examiner should be directed to Joseph Drodge at telephone number 
571-272-1 140. The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Wanda Walker, can reached at 571-272-1 151 . The fax 
phone number for the examining group where this application is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either private PAIR or Public 
PAIR, and through Private PAIR only for unpublished applications. For more 
information about the PAIR system, see http://pair-direct.uspto.gov . Should you 
have any questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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